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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on March 24, 2006 has been entered. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: The specification fails to include the language appearing in claim 27. 

Claim Rejections - 35 USC § 112 

Claim 27 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Stating in claim 27 that the surface area has a length to width ratio of greater than about 1 
and less than about 4 is considered to be new matter. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4,10-14,27, and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over applicant's admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10-14 
in view of Teter et al. (U.S. Patent No. 6,1 12,665). 

The applicant's admitted prior art in the specification page 2, lines 10-14 discloses the idea of 
covering a color card with a single color. The applicant's admitted prior art in the specification 
page 2, lines 10-14 does not disclose the idea of placing perforations in the card to form a 
detachable paint chip section. Teter et al. shows in figures 4 and 5 the idea of placing 
perforations (14) within a colored section in order to allow the perforated area to be removed. In 
view of the teachings of Teter et al. it would have been obvious to one in the art to modify the 
applicant's admitted prior art in the specification page 2, lines 10-14 by adding perforations to 
the color card to form a detachable chip section since this would allow an opening to be formed 
within the color coated card which would allow better color matching to be performed, as taught 
by Teter et al., column 4, lines 55-65. In regard to claim 2, when the perforated section is 
removed from the card a window would be created. In regard to claims 3 and 13, applicant's 
admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10-14 in view of Teter 
et al. does not disclose the particular shape of the chip section. It would have been an obvious 
matter of design choice to make the chip section square since the applicant fails to provide any 
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advantage to making the chip section square and the round shape taught by applicant's admitted 
prior art in view of Teter et al. would work equally well. Further, it is considered within one 
skilled in the art to make the chip section any shape as desired. In regard to claims 4 and 14, 
applicant's admitted prior art in the specification page 1, lines 10-27 discloses the idea of making 
the color card from paper. In regard to claim 1 1 , the ends of a first perforated line can begin and 
stop at any point along the perforations and a portion of the space between the ends would not be 
perforated. In regard to claim 1 1, the perforated section, could be separated along three sides 
and folded along the fourth side as defined. In regard to claim 27, it would have been an 
obvious matter of design choice to make the surface area the sized defined by the applicant since 
the applicant fails to define any advantage to making the surface area a particular size and the 
size taught by the applicant's admitted prior art would would equally well. In regard to claim 28, 
it would have been an obvious matter of design choice to make the ratio of the length of the tear 
line to the width of the paint color card from about .2 to about .9 since the applicant fails to 
define any advantage to making the length of the tear line to the width of the paint color card 
from about .2 to about .9 and the ratio of the tear line length to the width of the paint color card 
taught by the applicant's admitted prior art in view of Teter et al. would would equally well. 

Claims 5,6,7, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
applicant's admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10-14 in 
view of Teter et al. (U.S. Patent No. 6,112,665) as applied to claims 1 and 10 above and further 
in view of Day et al. (U.S. Patent No. 4,104,809) 
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Applicant's admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10-14 
does not disclose placing a formula for the paint color. Day et al. shows in figure 1 the idea of 
placing indicia for indicating the color of each chip section and indicia for indicating a 
code/formula for each chip section. In view of the teachings of Day et al. it would have been 
obvious to one in the art to place the paint formula/code on each of the paint chip sections since 
this would allow a person to make the desired colored paint in an easier and faster manner. In 
regard to claim 7, applicant's admitted prior art in view of Teter et al. and Day fail to disclose 
placing the indicia on the second surface. It is considered to have been obvious to one having 
ordinary skill in the art to place the indicia on any location of the color card (defined in the 
applicant's admitted art) as desired, including the second surface. Further, it would have been 
obvious to one having ordinary skill in the art to place the indicia on the second surface since this 
would make the first surface more aesthetically pleasing and would allow the indicia to be seen 
in an easier manner. 

Claims 8 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
applicant's admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10-14 in 
view of Teter et al. (U.S. Patent No. 6,1 12,665) as applied to claims 1 and 10 above and further 
in view of Edwards (U.S. Patent No. 4,992,050) or Goldsholl (U.S. Patent No. 3,224,1 1 3). 

The applicant's admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10- 
14 in view of Teter et al. disclose the applicant's basic inventive concept except for placing a 
color coating on the back of each paint card that is the same as the first color coating 
composition. Edwards discloses in the abstract the idea of placing a first color of paint on a first 
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side of a chip section and a coating of paint on the opposite side of each chip section that is the 
same color. Edwards discloses that the paint on the second side has a different finish as 
compared to the first side. Goldsholl discloses in column 1, lines 59-62, the idea of placing paint 
on the front and back surfaces of a paint card. In view of the teachings of Edwards or Goldsholl 
it would have been obvious to one in the art to modify applicant's admitted prior art in the 
specification page 1, lines 10-27 and page 2, lines 10-14 by placing a coat of paint on the second 
surface of each chip section since this would allow the color of the paint to be seen on either side 
of the chip section, i.e. easier and quicker to determine the paint color shown by the color card. 
While Edwards and Goldsholl do not specifically disclose making the coating compositions on 
the first and second surfaces the same, they do teach the idea of placing coating compositions on 
the first and second surfaces of the color card. It is considered within one skilled in the art to 
make the coating compositions the same to achieve the advantage of determining the paint color 
in an easier and quicker manner. Further, it is considered within one skilled in the art to place 
any coating composition on the second surface as desired. Further, the applicant fails to define 
any advantage to placing the same composition on the second surface as on the first surface. 

Claims 9 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
applicant's admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10-14 in 
view of Teter et al. (U.S. Patent No. 6,1 12,665) as applied to claims 1 and 10 above and further 
in view of Goldsholl (U.S. Patent No. 3,224,1 13). 

The applicant's admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10- 
14 in view of Teter et al. disclose the applicant's basic inventive concept except for placing a 
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color coating on the back of each paint card that has a different color than the first color coating 
composition. Goldsholl discloses in column 1, lines 59-62 and column 2, lines 40-50, the idea of 
placing paint on the front and back surfaces of a paint card. Goldsholl suggests in these lines 
that the colors on the front are different from the colors on the front of the card. In view of the 
teachings of Goldsholl it would have been obvious to one in the art to modify applicant's 
admitted prior art in the specification page 1, lines 10-27 and page 2, lines 10-14 by placing a 
coat of paint on the second surface of each chip section that is different in color than the first 
composition on the first surface since this would allow more colors to be displayed by the color 
card, i.e. this would allow more colors to be shown by a single paint card. 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over applicant's admitted 
prior art in the specification page 1, lines 10-27 and page 2, lines 10-14 in view of Teter et al. 
(U.S. Patent No. 6,1 12,665) as applied to claim 10 above and further in view of Simson (U.S. 
Patent No. 4,011,985) 

Claim 1 1 can also be interpreted in such a manner that the applicant's admitted prior art in 
view of Teter et al. do not show a space defined between the ends of the perforated line. Simson 
shows in figure 2 the idea of creating a window with a tear line (40,41) that includes a non- 
perforated space between the ends of the tear line. In view of the teachings of Simson it would 
have been obvious to one in the art to make the paint chip section with a perforated line with a 
non-perforated space between the ends of the perforated line since this would allow the chip 
section to be formed into a flap which would allow the chip section to remain attached to the rest 
of the card which would make the card more user friendly, i.e. no need to throw away a 



Application/Control Number: 1 0/026,04 1 Page 8 

Art Unit: 3611 

completely removed chip section, the chip section could be pivoted outwardly to form a window 
when desired and pivoted back within the plane of the card when desired as well. 



Response to Arguments 
Applicant's arguments filed March 14, 2005 have been fully considered but they are not 
persuasive. 

The applicant argues that there is absolutely no suggestion or motivation to combine the 
two teachings (applicant's admitted art in view of Teter et al.) that the examiner has used to 
make the rejection of claims 1-4 and 10-14. The examiner disagrees since Teter et al. discloses 
in column 4, lines 55-64, that placing a hole in the color card provides a clear advantage to a 
color card without a hole, i.e. "the swatch cards can be conveniently laid on top of a printed card 
or product sample in order to obtain the best match possible. Placing the swatches over a 
product whose color is to be matched and viewing the product color through the hole is 
preferable to simply laying a swatch next to the color to be matched, as the visual perception is 
more accurate when the color being matched appears through a hole". 

The applicant argues that Teter et al. specifically teaches the use of a color card with a 
plurality of color swatches and there is no suggestion to use the device of Teter et al. with a 
single color card. The examiner disagrees since the applicant already discloses that the use of a 
single color card is known in the art. Teter et al. discloses that it is advantageous to place a hole 
in a color card. Placing a hole in the applicant's admitted prior art, as taught by Teter et al., 
would allow for better matching as taught to be desirable by Teter et al.. In view of the teachings 
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of Teter et al. it is considered within one skilled in the art to place an aperture/hole in any type of 
color card in order to achieve the advantage taught by Teter et al. 

In regard to the applicant's argument, with regard to claims 3 and 13, that the applicant's 
admitted prior art in view of Teter et al. fail to show chip sections which are square. Teter et al. 
discloses the idea of making the chip sections circular. The applicant fails to define any 
advantage to making the chip section square. Therefore, the particular shape of the chip section 
is considered to be a matter of design choice. 

The applicant argues that, with regard to claim 11, Teter et al. fails to show a tear line 
that has ends separated by a space. The examiner disagrees since Teter et al. shows in figure 1 
that the perforations (14) include a space between each of them. Further, perforations inherently 
have a space between each hole/perforation. As broadly defined, one of the non-perforated areas 
between adjacent perforations is considered to be the space. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian K. Green whose telephone number is (571) 272-6644. The 
examiner can normally be reached on M-F 7am-3 :30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lesley Morris can be reached on (571) 272-6651. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




BRIAN K. GREEN 
PRIMARY EXAMINER 
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April 6, 2006 



